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DETAILED ACTION 

This communication is responsive to Amendment, filed 08/14/02008 

Claims 1 -4, 8, 11-13 are pending in this application. This action is made Final. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 8 is rejected under 35 U.S.C. § 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 8 recites "a computer based system... comprising: "a component", "a 
database"...; however, reciting a computer based system in the preamble holds no 
patentable weight unless it is suggested in the body of the claim; further, these 
elements (a component, a database...) that make up the system appear to be computer 
program modules. For example, as recites in the instant specification, in paragraph 
[0006], "a computer system involving a module to compile a database containing 
recipient's scheduled locations, the recipient's delivery preferences and the 
corporation's preferences and the compiled database... An editing module allows the 
recipient or system administrator to update the recipient's scheduled locations and 
preferences... A module monitors corporate schedule organizer for location change(s) 
in the recipients schedule and updates the employee location database with the 
schedule location changes..." suggesting these components can be reasonably 
interpreted just software. The claim lacks the necessary physical articles or objects to 
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constitute a machine or a manufacture within the meaning of 35 U.S.C. § 101, instead 
being software per se. 

Notably, although Applicant has amended the "database stored on a computer", 
the claimed system does not define any specific hardware and needs to be amended to 
include physical computer hardware (e.g. processor, memory) to execute the software 
components. See MPEP 2106.01 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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Claims 1-4, 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foladare et al. (US Patent No. 5,905,777), in view of Steinberg (US Patent No. 
6,618,763). 

As per claim 1, Foladare teaches a method for locating a recipient of a message 
in a corporation using a computerized system, comprising: 

compiling a database (i.e. Database 62, Fig. 4) of a recipient's scheduled 
location (i.e. The E-Mail server includes a database of recipient records for all of the E- 
Mail recipients it services. Each recipient establishes a list of senders whose messages 
are considered important to the recipient, the list being included in the recipient's record. 
The E-Mail server alerts the recipient to the arrival of such important messages to 
enable the recipient to designate to the server a selected forwarding destination to send 
the message. The alert signal includes enough information about the message, for 
example the name of the sender and the title or a summary of the message, to enable a 
forwarding selection to be made, col. 1, lines 57-67), recipient's delivery preference (i.e. 
Each recipient establishes a list of senders whose messages are considered important 
to the recipient, the list being included in the recipient's record. The E-Mail server alerts 
the recipient to the arrival of such important messages, col. 1, lines 57-67; the server 
transmits an alert signal over a wireless paging network to a mobile pager transceiver 
carried by the recipient. The wireless network may alternately be a personal 
communications system (PCS) wireless network that communicates the alert signal to a 
personal communications device carried by the recipient, col. 2, lines 1-23), and 
corporation's preference (i.e. The E-Mail message can be forwarded by the server over 
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another network, such as the public telephone network, to a computer or a FAX 
machine at the recipient's office, home or other destination, col. 1, lines 43-56); 

receiving an updated scheduled location (i.e. the recipient sets the alert mode 
field of his recipient record 255 in FIG. 4 to the mobile alert state. For example, on 
Thursday afternoon, Recipient.sub.- A plans to play golf the next day, col. 5, lines 15- 
38) and/or delivery preference in the database (i.e. The recipient can use buttons or 
keys on the mobile pager or personal communications device to make a selection. The 
mobile pager or personal communications device then sends the selection signal over 
the wireless network to the server to forward the message to one of several 
destinations. If the forwarding address is to the recipient's computer, an additional step 
is taken by the server to wakeup the computer and have it log on to the E-Mail server. In 
response to the selection signal, the server sends a wakeup signal to the pager card 
attached to the recipient's computer. The wakeup signal sufficiently identifies the E-Mail 
message waiting on the server, to enable the computer to logon and request the 
message, col. 2, lines 1-23); and 

locating the recipient (i.e. The E-Mail message can be forwarded by the server 
over another network, such as the public telephone network, to a computer or a FAX 
machine at the recipient's office, home or other destination, col. 1, lines 43-56) in 
response to a user inquiry (i.e. The recipient can use buttons or keys on the mobile 
pager or personal communications device to make a selection. The mobile pager or 
personal communications device then sends the selection signal over the wireless 
network to the server to forward the message to one of several destinations. If the 
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forwarding address is to the recipient's computer, an additional step is taken by the 
server to wakeup the computer and have it log on to the E-Mail server. In response to 
the selection signal, the server sends a wakeup signal to the pager card attached to the 
recipient's computer. The wakeup signal sufficiently identifies the E-Mail message 
waiting on the server, to enable the computer to logon and request the message, col. 2, 
lines 1-23) to the system, comprising: 

generating a merged preference set (i.e. See Fig. 4) by merging the recipient's 
delivery preference and the corporation's preference (i.e. The recipient can use buttons 
or keys on the mobile pager or personal communications device to make a selection. 
The mobile pager or personal communications device then sends the selection signal 
over the wireless network to the server to forward the message to one of several 
destinations. If the forwarding address is to the recipient's computer, an additional step 
is taken by the server to wakeup the computer and have it log on to the E-Mail server. In 
response to the selection signal, the server sends a wakeup signal to the pager card 
attached to the recipient's computer. The wakeup signal sufficiently identifies the E-Mail 
message waiting on the server, to enable the computer to logon and request the 
message, col. 2, lines 1-23); and 

providing the updated scheduled location (i.e. Another feature of the invention is 
the inclusion in the recipient's record in the server, of a plurality of alternate forwarding 
addresses previously specified by the recipient for each sender, col. 2, lines 38-50; See 
Fig. 4) and the merged preference set (i.e. See Fig. 4) to facilitate delivery of the 
message to the recipient at the updated scheduled location (i.e. The recipient can use 
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buttons or keys on the mobile pager or personal communications device to make a 
selection. The mobile pager or personal communications device then sends the 
selection signal over the wireless network to the server to forward the message to one 
of several destinations. If the forwarding address is to the recipient's computer, an 
additional step is taken by the server to wakeup the computer and have it log on to the 
E-Mail server. In response to the selection signal, the server sends a wakeup signal to 
the pager card attached to the recipient's computer. The wakeup signal sufficiently 
identifies the E-Mail message waiting on the server, to enable the computer to logon 
and request the message, col. 2, lines 1-23). 

Foladare implicitly teaches the corporation's preference as a FAX machine at the 
recipient's office, col. 1, lines 43-56. 

Steinberg fairly teaches: 

a database of the recipients delivery preference (i.e. Personal preferences profile 
- specifies a communications hierarchy used to contact the wireless device (email then 
voice mail, voicemail then email, or the like) and the corporation's preference (i.e. 
Corporate enterprise - uses the VPWN to communicate information to its employees, 
See Fig. 2). 

It would have been obvious to one of ordinary skill of the art having the teaching 
of Foladare and Steinberg at the time the invention was made to modify the system of 
Foladare to include the limitations as taught by Steinberg. One of ordinary skill in the art 
would be motivated to make this combination in order to provide a centralized directory 
database storing identifying information regarding the wireless devices, and further 
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storing delivery preference hierarchy information for delivering content to the wireless 
devices in view of Steinberg (Summary), as doing so would give the added benefit of 
providing an integrated communications solution for users of wireless devices and to the 
companies that issue such devices to their employees as taught by Steinberg (col. 1 , 
lines 20-25). 

As per claim 8, Foladare teaches a computer based system for locating a 
recipient of a message in a corporation using a computerized system, comprising: 

a database (i.e. Database 62, Fig. 4) containing recipient's schedule location (i.e. 
The E-Mail server includes a database of recipient records for all of the E-Mail 
recipients it services. Each recipient establishes a list of senders whose messages are 
considered important to the recipient, the list being included in the recipient's record. 
The E-Mail server alerts the recipient to the arrival of such important messages to 
enable the recipient to designate to the server a selected forwarding destination to send 
the message. The alert signal includes enough information about the message, for 
example the name of the sender and the title or a summary of the message, to enable a 
forwarding selection to be made, col. 1, lines 57-67), recipient's delivery preference (i.e. 
Each recipient establishes a list of senders whose messages are considered important 
to the recipient, the list being included in the recipient's record. The E-Mail server alerts 
the recipient to the arrival of such important messages, col. 1, lines 57-67; the server 
transmits an alert signal over a wireless paging network to a mobile pager transceiver 
carried by the recipient. The wireless network may alternately be a personal 
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communications system (PCS) wireless network that communicates the alert signal to a 
personal communications device carried by the recipient, col. 2, lines 1-23, and 
corporation's preference (i.e. The E-Mail message can be forwarded by the server over 
another network, such as the public telephone network, to a computer or a FAX 
machine at the recipient's office, home or other destination, col. 1, lines 43-56 ), wherein 
the database is stored on a computer (i.e. The E-Mail server 60 of FIG. 2 includes a 
database 62 of recipient records 255 for all of the E-Mail recipients it services, col. 4, 
line 55 to col. 5, line 14); 

a component for receiving an updating scheduled location and/or delivery 
reference in the database (i.e. the recipient sets the alert mode field of his recipient 
record 255 in FIG. 4 to the mobile alert state. For example, on Thursday afternoon, 
Recipient.sub.- A plans to play golf the next day. He uses his personal computer 70 at 
his office to send a mode setting command over the telephone network 64 to the server 
60, to set the alarm mode to "mobile alarm" in his record 255 in the database 62. Then 
on Friday, Recipient.sub.- A carries his mobile pager 74 while he is away from the 
office, col. 5, lines 15-38); and 

a component for locating the recipient in response to a user inquiry to the 
system, wherein the component is configured to generate a merged preference set by 
merging the recipient's delivery preference and the corporation's preference, and to 
provide the recipient's updated scheduled location and the merged preference set to 
facilitate delivery of the message to the recipient at the updated scheduled location (i.e. 
the recipient sets the alert mode field of his recipient record 255 in FIG. 4 to the mobile 
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alert state. For example, on Thursday afternoon, Recipient.sub.- A plans to play golf 
the next day. He uses his personal computer 70 at his office to send a mode setting 
command over the telephone network 64 to the server 60, to set the alarm mode to 
"mobile alarm" in his record 255 in the database 62. Then on Friday, Recipient.sub.- A 
carries his mobile pager 74 while he is away from the office, col. 5, lines 15-38). 
Foladare implicitly teaches the corporation's preference as a FAX machine at the 
recipient's office, col. 1, lines 43-56. 
Steinberg fairly teaches: 

a database of the recipients delivery preference (i.e. Personal preferences profile 
- specifies a communications hierarchy used to contact the wireless device (email then 
voice mail, voicemail then email, or the like) and the corporation's preference (i.e. 
Corporate enterprise - uses the VPWN to communicate information to its employees, 
See Fig. 2). 

It would have been obvious to one of ordinary skill of the art having the teaching 
of Foladare and Steinberg at the time the invention was made to modify the system of 
Foladare to include the limitations as taught by Steinberg. One of ordinary skill in the art 
would be motivated to make this combination in order to provide a centralized directory 
database storing identifying information regarding the wireless devices, and further 
storing delivery preference hierarchy information for delivering content to the wireless 
devices in view of Steinberg (Summary), as doing so would give the added benefit of 
providing an integrated communications solution for users of wireless devices and to the 
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companies that issue such devices to their employees as taught by Steinberg (col. 1 , 
lines 20-25). 

As per claim 2, Foladare teaches the method as claimed in claim 1 , wherein 
updated scheduled location provided by the recipient (i.e. the recipient sets the alert 
mode field of his recipient record 255 in FIG. 4 to the mobile alert state. For example, on 
Thursday afternoon, Recipient.sub.- A plans to play golf the next day, col. 5, lines 15- 
38). 

As per claim 3, Foladare teaches the method as claimed in claim 1 , wherein the 
updated scheduled location is received via a computer based network (i.e. the recipient 
sets the alert mode field of his recipient record 255 in FIG. 4 to the mobile alert state. 
For example, on Thursday afternoon, Recipient.sub.- A plans to play golf the next day. 
He uses his personal computer 70 at his office to send a mode setting command over 
the telephone network 64 to the server 60, to set the alarm mode to "mobile alarm" in 
his record 255 in the database 62, col. 5, lines 15-38). 

As per claim 4, Foladare teaches the method as claimed in claim 1 , wherein the 
updated scheduled location is received via telephone (i.e. the recipient sets the alert 
mode field of his recipient record 255 in FIG. 4 to the mobile alert state. For example, on 
Thursday afternoon, Recipient.sub.- A plans to play golf the next day. He uses his 
personal computer 70 at his office to send a mode setting command over the telephone 
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network 64 to the server 60, to set the alarm mode to "mobile alarm" in his record 255 in 
the database 62, col. 5, lines 15-38). 

Claims 1-4, 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foladare et al. (US Patent No. 5,905,777), in view of Steinberg (US Patent No. 
6,618,763), and further in view of Shane (US Patent No. 5,793,972). 

As per claim 11, Foladare, Steinberg teach the method of claim 1, but do not 
explicitly teach wherein the message comprises a mailpiece. 

Shane teaches this limitation (i.e. A database stores recipient data records 
containing the name, recipient address, and unique personal identification code for each 
of the recipients. A mail generator retrieves recipient data from the database and 
generates a multiplicity of direct mail pieces each displaying the name, address, and a 
uniform resource locator containing the personal identification code for one recipient, 
col. 2, line 51 to col. 3, line 3). 

It would have been obvious to one of ordinary skill of the art having the teaching 
of Foladare, Steinberg and Shane at the time the invention was made to modify the 
system of Foladare, Steinberg to include the limitations as taught by Shane. One of 
ordinary skill in the art would be motivated to make this combination in order to retrieve 
recipient data from the database and generates a multiplicity of direct mail pieces each 
displaying the name, address, and a uniform resource locator containing the personal 
identification code for one recipient in view of Shane (col. 2, line 51 to col. 3, line 3), as 
doing so would give the added benefit of providing methods and apparatus which make 
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it easier and more attractive for recipients to respond to direct mail, as taught by Shane 
(col. 2, lines 17-20). 

As per claim 12, Shane teaches the method of claim 1 1 , further comprising 
delivering the mailpiece to the recipient at the updated scheduled location (i.e. A 
database stores recipient data records containing the name, recipient address, and 
unique personal identification code for each of the recipients. A mail generator retrieves 
recipient data from the database and generates a multiplicity of direct mail pieces each 
displaying the name, address, and a uniform resource locator containing the personal 
identification code for one recipient, col. 2, line 51 to col. 3, line 3). 

As per claim 13, Foladare, Steinberg teach the system claim 8, but do not 
explicitly teach wherein the message comprises a mailpece. 

Shane teaches this limitation (i.e. A database stores recipient data records 
containing the name, recipient address, and unique personal identification code for each 
of the recipients. A mail generator retrieves recipient data from the database and 
generates a multiplicity of direct mail pieces each displaying the name, address, and a 
uniform resource locator containing the personal identification code for one recipient, 
col. 2, line 51 to col. 3, line 3). 

It would have been obvious to one of ordinary skill of the art having the teaching 
of Foladare, Steinberg and Shane at the time the invention was made to modify the 
system of Foladare, Steinberg to include the limitations as taught by Shane. One of 
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ordinary skill in the art would be motivated to make this combination in order to retrieve 
recipient data from the database and generates a multiplicity of direct mail pieces each 
displaying the name, address, and a uniform resource locator containing the personal 
identification code for one recipient in view of Shane (col. 2, line 51 to col. 3, line 3), as 
doing so would give the added benefit of methods and apparatus which make it easier 
and more attractive for recipients to respond to direct mail as taught by Shane (col. 2, 
lines 17-20). 

Response to Arguments 

Applicant's arguments with respect to claims 1-4, 8, 11-13 have been considered, 
however, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Miranda Le whose telephone number is (571 ) 272-41 12. 
The examiner can normally be reached on Monday through Friday from 10:00 AM to 
6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James K. Trujillo, can be reached on (571) 272-3677. The fax number to 
this Art Unit is (571)-273-8300. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist whose telephone number is (571) 272-2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Miranda Le/ 

Primary Examiner, Art Unit 2169 



